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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1, 9, 12, 17 and 20 rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Claim 1 , line 4 recites the limitation "wherein the user request comprises non- 
communication amenities" and line 8 recites "the non-communication amenities". 

Claim 9, lines 1 - 2 recite "wherein the non-communication amenities". 

Claim 12, line 2 recites "non-communication amenities". 

Claim 17, line 4 recites the limitation "the user request further comprising non- 
communication amenities" and line 8 recites "provides access to the requested non- 
communication amenities". 

Claim 20, lines 6-7 recite the limitation "the user request further comprising 
non-communication amenities" and line 1 1 recites "provides access to the requested 
non-communication amenities". 

After carefully reviewing the specification, the examiner would like to raise the 
question with regards to the limitation "non-communication amenities". The presence of 
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the above-mentioned limitation cannot be found anywhere in the specification, however, 
the closest paragraphs that might be related to the term "amenities" are found in 
Paragraph 0007, 0032 and 0039. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 9, 12, 17 and 20 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1, 9, 12, 17 and 20 recite the limitation "non-communication amenities". 
However, it is unclear what the phrase "non-communication amenities" is and the term 
"non-communication" does not positively identify the claim. 

Claim 9 line 2 recites the term "and/or" which does not positively identify the 
claim limitation. 

For purposes of the prior art rejection the examiner interprets the limitation "non- 
communication amenities" as being a service that is provided to the mobile user as 
recited in applicant's specification in paragraphs 0007, 0032 and 0039. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1 - 7, 9 - 16 and 20 - 22 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Claim 20 is directed to a computer program product. The examiner asserts that 
the claimed subject matter does not fall within the statutory classes listed in the interim 
guideline of 35 USC 101 (see pages 52 - 57 of the interim guideline). Moreover, while 
the claimed invention may be labeled as a computer program product, it is in fact non- 
functional descriptive material. Therefore, dependent claims 21 - 22 are also rejected 
because of the dependency on claim 20 containing the same deficiency. 

Claim 1, is the method of claim 20 that is in fact non-functional descriptive 
material. Therefore, dependent claims 2 - 7, 9 - 16 are also rejected because of the 
dependency on claim 1 containing the same deficiency. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1 - 4 and 1 1 - 22 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by H. Grey (US 2004/0203873 A1 hereinafter Grey). 
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Regarding claim 1 , Grey discloses receiving a mobile user request for a 
location of a wireless network access point via a user terminal, wherein the user 
request comprises a service (Grey: Page 4, Paragraph 0035, lines 1 - 7 whereas 
the user requests position and/or direction to one or more nearby WLAN access 
points so that the user can have access to the Internet); identifying a geographic 
location of the mobile user responsive to receiving the user request (Grey: Page 
4, Paragraph 0036, lines 1 - 8); and identifying a wireless network access point 
convenient to the user that provides access to the service (Grey: Page 4, 
Paragraph 0035, lines 1 - 7 and Paragraph 0037, lines 1 - 22). 

Regarding claim 2, Grey discloses communicating the identified wireless 
network access point to the user (Grey: Page 4, Paragraph 0038, line 1 through 
Paragraph 0039, line 7). 

Regarding claim 3, Grey discloses locating a wireless communication 
signal from the user terminal (Grey: Page 4, Paragraph 0036, lines 1 - 8). 

Regarding claim 4, Grey discloses comparing the geographic location of 
the user to known locations of a plurality of access points (Grey: Page 4, 
Paragraph 0037, lines 1 - 22). 

Regarding claim 5, Grey discloses calculating a travel time between the 
user location and each of the plurality of wireless network access points (finding 
the nearest WLAN access point to the user, whereas in order to find the nearest 
the system must inherently calculate a travel time between the user location and 
each of the plurality of wireless network access points); and selecting one of the 



Application/Control Number: 10/646,962 Page 6 

Art Unit: 2617 

plurality of wireless network access points having the shortest travel time (Grey: 
Page 4, Paragraph 0037 line 1 through Paragraph 0038, line 9). 

Regarding claim 11, Grey discloses communicating directions from the 
user location to the selected wireless network access point (Grey: Page 4, 
Paragraph 0038, lines 1 - 9). 

Regarding claim 12, Grey discloses communicating information 
concerning services to the user terminal (nearby WLAN access points position 
and/or direction is provided to the user; Grey: Page 4, Paragraph 0035, lines 1 - 
7). 

Regarding claim 13, Grey discloses wherein the wireless network is a 
broadband wireless network (Grey: Page 3, Paragraph 0033, lines 1 - 24). 

Regarding claim 14, Grey discloses wherein the broadband wireless 
network is a WiFi network (802.1 1 is the standard for WiFi network; Grey: Page 
3, Paragraph 0033, lines 1 - 24). 

Regarding claim 15, Grey discloses wherein the user terminal is a mobile 
communications device (Grey: Page 2, Paragraph 0021, line 1 through 
Paragraph 0022, line 17). 

Regarding claim 16, Grey discloses wherein the user terminal is a 
computer processor terminal (Grey: Fig. 6, element 18 represents the mobile 
appliance having a processor (Fig. 6, element 180)). 

Regarding claims 17 and 20, the claims are interpreted and rejected for 
the same reason as set forth in claim 1 . 
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Regarding claims 18 and 21, the claims are interpreted and rejected for 
the same reason as set forth in claim 4. 

Regarding claims 19 and 22, the claims are interpreted and rejected for 
the same reason as set forth in claim 5. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 6, 7 and 1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Grey in view of Barnes Jr. (US 2005/0136949 A1 hereinafter Barnes). 

Regarding claims 6 and 7, Grey as applied above does not specifically 
disclose wherein calculating a travel time is based on distance and road 
conditions and wherein the road conditions comprise real-time traffic conditions. 
In an analogous art, Barnes remedies the deficiencies of Grey by disclosing that 
once a PI is identified (from a user request), the information ins supplied to the 
user as directions, the closest PI, the distance and any traffic delays (Barnes: 
Page 15, Paragraph 0151, lines 1-16; Paragraph 0154, lines 1-17; Page 16, 
Paragraph 0159, lines 1-15; Paragraph 0156, line 1 through Paragraph 0157, 
line 13). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide the technique of Barnes to the 
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system of Grey in order to allow the user to judge how long it will take to arrive at 
the location so that the user may take actions accordingly (Barnes: Page 17, 
Paragraph 0169, lines 1-11). 

Regarding claim 10, Grey discloses wherein the user request includes a 
particular service provider associated with the wireless network (a request for 
positioning and/or directing the user to one or more nearby WLAN access points; 
Grey: Page 4, Paragraph 0035, lines 1 - 7). 

However, Grey as applied above does not specifically disclose identifying 
a wireless network access point further comprises identifying a wireless network 
access point provided by the particular service provider. In an analogous art, 
Barnes remedies the deficiencies of Grey by disclosing a mobile terminal 
selecting a communication system based on availability and cost, among other 
parameters (Barnes: Page 6, Paragraph 0064, line 1 through Page 7, Paragraph 
0069, line 22). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to provide the technique of Barnes to 
the system of Grey in order to effectively select a service provider based on the 
user needs (Barnes: Page 6, Paragraph 0065, line 1 through Paragraph 0066, 
line 21). 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grey in 
view of Joyce et al. (US 6,798,358 B2). 
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Regarding claim 9, Grey as applied above does not specifically disclose 
wherein the services include a type of facility and/or service available in the 
vicinity of the wireless network access point. In an analogous art, Joyce remedies 
the deficiencies of Grey by disclosing services which might include a type of 
facility and/or service such as advertisements, traffic advisories, weather 
advisories, maps, directions, historical information, etc. in the vicinity of the 
wireless network access point (Joyce: Col. 3, line 52 through Col. 4, line 17 and 
Col. 8, lines 31 - 46). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide the technique of 
Joyce to the system of Grey in order to provide an effective and efficient method 
for delivering content to a mobile terminal based on location. 



Response to Arguments 

1 1 . Applicants arguments with respect to claims 1 - 7 and 9-22 have been 
considered but are moot in view of the new ground(s) of rejection. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Un C. Cho whose telephone number is (571) 272-7919. 
The examiner can normally be reached on M - F 8:00AM to 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Un C Cho 
Examiner 
Art Unit 2617 




